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Pursuant to 37 C.F.R. § 1.313(c)(1), Applicants petition to have the above-identified 
application withdrawn from issue. 

The issue fee was paid on June 5, 2006. It is not known when this application will 
issue as a Patent; no Issue Notification has been received, and there is no indication of an 
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The reason applicant seeks withdrawal from issue of this application is because 

claim 12 is unpatentable. 

Amendments to claim 12 are identified on page 2, where claim 12 is Usted. 

Remarks begin on page 6. 

The Commissioner is hereby authorized to charge the $130 petition fee under 37 
C.F.R. § 1.17 (h) to Deposit Account No. 13-2490 in the name of McDonnell Boehnen 
Hulbert & Berghoff LLP. The Commissioner is also authorized to charge any additional 
fees or credit any overpayment, to Account No. 13-2490. 
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12. (Currently Amended) A compound according to claim 1 which is 

N-((lS,2R)-l-(3,5-difluorobenzyl)-2-hydroxy-3-{[(4R)-6-isopropyl-2,2-dioxido- 

3,4-diliydro-lH-isothiochromen-4-yl]amino}propyl)acetaniide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-2-hydroxy-3-{[(4S)-6-isopropyl-2,2-dioxido- 

3 ,4-dihydro- 1 H-isothiocliromen-4-yl] amino } propyl)acetamide; 

N-{(lS,2R)-l-(3,5-difluorobenzyl)-3-[(6-ethyl-2,2-dioxido-3,4-dihydro-lH- 

isothiochromen-4-yl)amino]-2-hydroxypropyl}acetamide; 

T s f {(1S,2R) 1 (3,5 difluorob o nzyl) 3 [(6 ethyl 2,2 dioxide 3.1 dihydro IH 
i30thioclii-omcn 1 yl)amino] 2 hydrox>propyl] acctamide; 

N-{(lS,2R)-l-(3,5-difluorobenzyl)-3-[(2,2-dioxido-3,4-dihydro-lH- 

isothiochromen-4-yl)amino]-2-hydroxypropyl}acetamide; 

N-[l-(3,5-Difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2X^-isothiochroman-4-ylamino)- 

2-hydroxy-propyl]-2-methylamino-acetamide; 

2-Amino-N-[l-(3,5-difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2X^-isothiochroman-4- 

ylamino)-2-hydroxy-propyl]-acetamide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-3-{[6-ethyl-2-(methylsulfonyl)-l,2,3,4- 

tetrahydroisoquinolin-4-yl]amino}-2-hydroxypropyl)acetamide; 

N-[l-(3,5-Difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2X^-isothiochroman-4-ylamino)- 

2-hydroxy-propyl]-3-methyl-butyramide; 

N-[ 1 -(3,5-Difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2 X^-isothiochroman-4- 

ylamino)-2-hydroxy-propyl]-3-hydroxy-2,2-dimethyl-propionamide; 

N-{(lS,2R)-l-(3,5-difluorobenzyl)-3-[(2,2-dioxido-3,4-dihydro-l,2-benzoxathiin- 

4-yl)amino]-2-hydroxypropyl}acetamide; 

N-{(lS,2R)-l-(3,5-difluorobenzyl)-2-hydroxy-3-[(6-iodo-3,4-dihydro-2H- 

chromen-4-yl)amino]propyl}acetamide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-2-hydroxy-3-{[(4S)-6-iodo-3,4-dihydro-2H- 

chromen-4-yl] amino } propyl)acetamide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-2-hydroxy-3-{[(4R.)-6-iodo-3,4-dihydro-2H- 

chromen-4-yl] amino }propyl)acetamide; 

N-[l-(3,5-Difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2 X^-isothiochroman-4- 
ylamino)-2-hydroxy-propyl]-3-hydroxy-propionamide; 
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N-{(lS,2R)-l-(3,5-difluorobenzyl)-3-[(6-ethyl-2,2-dioxido-3,4-dihydro-l,2- 
benzoxathiin-4-yl)amino] -2-hydroxypropyl } acetamide; 

N [(1S,2R) 1 (3,5 difluorobonzyl) 3 [(6 ethyl 2,2 dioxido 3,4 dihydro 1,2 
bonzoxathiin 1 yl)amino] 2 hydrox>propyl] acetamide; 

N-((l S,2R)- 1 -(3,5-difluorobenzyl)-3- {[4-(3-ethylphenyl)tetrahydro-2H-pyran-4- 

yl] amino } -2-hydroxypropyl)acetamide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-3-{[(4S)-6-ethyl-3,4-dihydro-2H-chromen-4- 

yl]amino}-2-hydroxypropyl)acetamide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-3-{[(4R)-6-ethyl-3,4-dihydro-2H-clii-omen-4- 

yl]amino}-2-hydroxypropyl)acetamide; 

N-[l-(3,5-Difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2 X^-isothiochroman-4- 

ylamino)-2-hydroxy-propyl]-3-hydroxy-butyramide; 

N-{(lS,2R)-l-(3,5-difluorobenzyl)-3-[(6-ethyl-3,4-dihydro-lH-isothiochromen-4- 

yl)amino] -2-hydroxypropyl} acetamide; 

N-(fl^^ ) - l (3 ,5 difluorob o nzyl) 2 hydroxy 3 ([1 (3 isobutyliooxazol 5 
yl)cyclopropyl]amino]propyl)acctamide; 

N-[l-(3,5-Difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2 X''-isothiochroman-4- 
ylamino)-2-hydroxy-propyl]-2-phenyl-acetamide; 

{[l-(3,5-Difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2 X^-isothiochroman-4-ylamino)- 
2-hydroxy-propylcarbamoyl]-methyl}-methyl-carbamic acid tert-butyl ester; 

N-[ 1 -(3,5-Difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2 X^isothiochroman-4- 
ylamino)-2-hydroxy-propyl]-2-methyl-2-methylamino-propionamide; 

N- {(1 S,2R)- 1 -(3,5-difluorobenzyl)-3-[(6-ethyl-2,2-dioxido-3,4-dihydro- 1 H-2, 1 - 
benzothiazin-4-yl)amino]-2-hydroxypropyl}acetamide; 

N- {( 1 S,2R)- 1 -(3 ,5-difluorobenzyl)-3-[(6-ethyl-2,2-dioxido-3 ,4-dihydro- lH-2, 1 - 
benzothiazin-4-yl)amino] -2-hydroxypropyl} acetamide; 

N- {( 1 S,2R)- 1 -(3,5-difluorobenzyl)-3-[(6-ethyl-3-methyl-2,2-dioxido-3,4-dihydro- 
lH-isothiochromen-4-yl)aniino]-2-hydroxypropyl}acetamide; 

N-{(lS,2R)-l-(3,5-difluorobenzyl)-3-[(6-ethyl-3-methyl-2,2-dioxido-3,4-dihydro- 

lH-isothiochromen-4-yl)amino]-2-hydroxypropyl}acetamide; 
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N- {( 1 S,2R)-1 -(3,5-difluorobenzyl)-3-[(6-ethyl- 1 -methyl- 1,2,3 ,4- 
tetrahydroquinolin-4-yl)amino]-2-hydroxypropyl}acetamide; 

N-[l-(3,5-Difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2X'^-isothiochroman-4- 
ylamino)-2-hydroxy-propyl]-2-( 1 H-imidazol-4-yl)-acetamide; 

N-[l-(3,5-Difluoro-benzyl)-3-(6-ethyl-2,2-dioxo-2 X^-isothiochroman-4- 
ylamino)-2-hydroxy-propyl]-propionamide; 

>J ((1S,2R.) 1 (3,5 difluorobenzyl) 3 ([1 ( 4 othylp^Tidin 2 
yl)cyclopropyl]amino] 2 hydrox>propyl)acetamide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-2-hydroxy-3-{[(4S)-6-(lH-pyrrol-3-yl)-3,4- 

dihydro-2H-chromen-4-yl]amino}propyl)acetamide; 

N-{(lS,2R)-l-(3,5-difluorobenzyl)-2-hydroxy-3-[(6-isopropyl-3,4-dihydro-2H- 

chromen-4-yl)amino]propyl}acetamide; 

li ((1S,2R) 1 (3,5 difluorobenzyl) 3 ([1 (3 ethylphonyl) 2 (5 methyl 1,3 oxazol 

2 yl)cthyl] amino] 2 hydrox}propyl)acetamidc hydrochlorid e 

N-[(lS,2R)-l-(3,5-difluorobenzyl)-3-(3,4-dihydro-2H-clu-omen-4-ylamino)-2- 

hydroxypropyl]acetamide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-2-hydroxy-3-{[(4S)-6-isobutyl-3,4-dihydro- 

2H-chromen-4-yl]amino}propyl)acetamide; 

N-[(lS,2R)-3-{[(4S)-6-cyano-3,4-dihydro-2H-chromen-4-yl]amino}-l-(3,5- 

difluorobenzyl)-2-hydroxypropyl]acetamide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-2-hydroxy-3-{[(4S)-6-neopentyl-3,4-dihydro- 

2H-chromen-4-yl]amino}propyl)acetamide; 

N-{(lS,2R)-l-(3,5-difluorobenzyl)-2-hydroxy-3-[(6-neopentyl-3,4-dihydro-2H- 

chromen-4-yl)amino]propyl}acetamide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-3-{[(4R)-6-(2,2-dimethylpropyl)-3,4-dihydro- 

2H-chromen-4-yl]amino}-2-hydroxypropyl)acetamide; 

N-[(lS,2R)-3-{[4-(3-tert-butylphenyl)tetrahydro-2H-pyran-4-yl]amino}-l-(3,5- 

difluorobenzyl)-2-hydroxypropyl]acetamide; 

N-((lS,2R)-l-(3,5-difluorobenzyl)-3-{[6-(2,2-dimethylpropyl)-l,2,3,4- 
tetrahydroquinolin-4-yl]amino}-2-hydroxypropyl)acetamide; 

N-[(lS,2R)-3-{[(4S)-6-(2,2-dimethylpropyl)-3,4-dihydro-2H-chromen-4- 
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yl]amino} - 1 -(3-fluorobenzyl)-2-hydroxypropyl]acetamide; 

1 : 1 ((1 S ,2R) 1 (3,5 difluorobcnzyl) 3 ([5 (2,2 dimothylpropyl) 2 (IH imidazol 1 

yl)bonzyl]amino) 2 hydrox>prop)1)acctamide ^ 

N-((lS,2R)-l-(3,5-difluorobenzyl)-3-{[6-(2,2-dimethylpropyl)-4-methyl-3,4- 

dihydro-2H-chromen-4-yl]ainino}-2-hydroxypropyl)acetainide; 

l^J [(1S.2R) 1 (3,5 difluorobonzyl) 2 hydroxy 3 ((1 [3 (3 

thicnyl)phenyl]cycloh e xyl]amino)propyl]acotamids; 

[(1S,2R) 1 ( 3 ,5 difluorobcnzyl) 3 ((1 [1 (2,2 dimothylpropiajp^Tidin 2 
yljcyclopropyl) amino) 2 hydrox>propyl]acotamide ^ 
or a pharmaceutically acceptable salt thereof. 



5 



Remarks 

Claim 12 as allowed is unpatentable because it did not fully comply with the 
requirements of 35 U.S.C. § 1 12, Second Paragraph. In particular, as allowed, claim 12 
encompasses compounds not within the scope of claim 1, the independent claim from 
which it depends. Specifically, claim 12 included compounds having an alkyl spacer 
between the variable Rc and the core, while such compounds are not encompassed by 
claim 1 as it was amended during prosecution. Consequently, claim 12 has been 
amended herein by removing the compounds that have an alkyl spacer between the 
variable Rc and the core. Claim 12 now properly depends from claim 1, and claim 12 is 
now patentable. 

In addition, the following compounds were each named twice in claim 12: N- 
{(lS,2R)-l-(3,5-difluorobenzyl)-3-[(6-ethyl-2,2-dioxido-3,4-dihydro-lH- 
isothiochromen-4-yl)amino]-2-hydroxypropyl}acetamideandN-{(lS,2R)-l-(3,.5- 
difluorobenzyl)-3-[(6-ethyl-2,2-dioxido-3,4-dihydro-l,2-benzoxathiin-4-yl)amino]-2- 

hydroxypropyl} . The second occurrence of each name was removed. 
No new matter was added by the above amendments. 



RespectfiiUy submitted, 

McDonnell Boehnen 
Hulbert & Berghoff LLP 



Dated: October 10, 2006 
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McDonnell Boelinen 
Hulbert & Berghoff LLP 
300 S. Wacker Drive 
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Tel. No. (312)913-2114 
Customer Number 20306 
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